REMARKS 

I. Status of the claims 

Claims 1-28 have been canceled in favor of newly added claims 29-57. A new 
claim has been added to subdivide the subject matter of original claim 24. In addition, 
claim 34 now recites the subject matter of the 5 th "wherein" clause of claim 29 (original 
claim 1) rather than repeating the subject matter of the 4 th "wherein" clause, so that the 
duplication present in original claims 5 and 6 has been eliminated. Newly added claims 
29-53 otherwise generally correspond to original claims 1-24, except that minor 
typographical errors have been corrected, formula numbers have been replaced by the 
actual formulae, the claims have been rewritten in present rather than past tense, and 
improper multiple dependencies have been eliminated. New claims 29-53 therefore find 
support in the original claims, as well as throughout the specification. Specifically, new 
claims 29-49 correspond to original claims 1-21 (Group I) and new claims 50 and 52 
correspond to original claims 22 and 23 (Group II). New claims 51 and 53 correspond 
to original claim 24, which Applicants submit may be properly joined with Group II. 

Claims 24-28 were objected to by the Examiner as being in improper form. 
Office Action, page 2. Applicants have accordingly rewritten claims 24-28 to depend 
from a single claim and to place these claims in better conformance with U.S. practice. 
In addition, original claims 25 and 26, which were "use" claims, have been rewritten as 
"method of treating" claims 54 and 55. Support for this amendment may be found at 
least in original claims 25-28, as well as in the specification, for example, in the field of 
the invention on page 2, and in the examples on pages 60-65. Further, original claims 
27 and 28, which were "pharmaceutical use" claims, have been rewritten as 
composition claims 56 and 57. Support for this amendment may be found in original 
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claims 27 and 28, and in the examples on pages 60-65 of the specification, which 
implicitly require the compounds to be present in the from of a composition comprising a 
pharmaceutical^ acceptable carrier. New claims 29-57 therefore find support in the 
original claims and throughout the specification. No new matter has been added. 

II. Election and Traversal 

The Office imposes a restriction requirement. According to the Office, pending 
claims 1-23 are directed to two independent or distinct inventions: 

I. Claims 1-21, drawn to a carboline-3-carboxylic acid modified peptide, 
classified in class 514, subclass 2; and 

II. Claims 22 and 23, drawn to a method of preparing the composition of 
group I, classified in class 514, subclass 2. 

Office Action, page 2. 

The Office has not placed claims 24-28 in any group because it objects to claims 
24-28 under 37 C.F.R. § 1.75(c) as being in improper multiple dependent form. Office 
Action, page 2. 

In addition to the Restriction Requirement, the Office requires Applicants to elect 
a single disclosed species of carboline-3-carboxylic acid modified peptide related to the 
sequence Ala-Arg-Pro-Ala-Lys. Office Action, page 3. 

Applicants respectfully traverse the Office's restriction requirement. To be fully 
responsive, however, Applicants provisionally elect Group I, claims 1-21, drawn to a 
carboline-3-carboxylic acid modified peptide. Group I corresponds to newly added 
claims 29-49. Applicants also elect Compound 22 (3S-(2-Gly-Arg-Pro-Ala-Lys)-1, 2,3,4- 
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tetrahydro-p-carboline-3-carboxylic acid) as the species of modified peptide for initial 
search purposes. The peptide sequence of this elected species corresponds to SEQ ID 
NO: 19. This compound is encompassed within the subgenus set forth in newly added 
claim 45 (original claim 17), in addition to the genus of claim 29 (original claim 1.) 

Because the "use" claims have been rewritten as composition claims and as 
method of use claims, Applicants respectfully request the Examiner to indicate in the 
next Office Action the group or groups in which these claims are placed so that the 
status of all claims may be clearly set forth and Applicants right to pursue any non- 
elected claims in a divisional application under 35 U.S.C. § 121 preserved. In addition, 
Applicants respectfully request that the composition claims be included with the 
compound claims of Group I, since there is no additional search burden associated with 
considering compound and composition claims together. Applicants note that the 
elected species is encompassed within the subject matter of composition claims 56 and 
57. 

Applicants respectfully traverse the restriction requirement. Restriction is proper 
when (1) the claims are directed to more than one independent or distinct invention and 
(2) it would place a serious burden on the examiner to search each invention in a single 
application. Here there is no undue search burden at least because both groups fall 
within the same class and subclass. Further, because the peptides are closely related 
in structure, a search of one species of peptide and the generic compound of the 
formula R1-AA1-AA2-Pro-AA3-AA4-R2 will necessarily encompass a search of the 
remaining species of peptides. Applicants therefore respectfully request the Examiner 
to extend his search to all remaining compounds after examining the initially elected 
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species. 



Finally, in view of the election of the product claims, Applicants respectfully 
request that the Office rejoin and fully examine all method claims which depend from or 
otherwise include all limitations found in allowable products claims. See M.P.E.P. § 
821.04. 

Please grant any extensions of time required to enter this response and charge 
any additional required fees to our deposit account no. 06-0916. 



Respectfully submitted, 



FINNEGAN, HENDERSON, FARABOW, 
GARRETT & DUNNER, LLP. 



Dated: April 4, 2005 




David W. Hill 
Reg. No. 28,220 
(571)203-2700 
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